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Remarks 

Claims 1-26 were pending in this application. Applicants acknowledge Claims 
12-22 and 24 have been withdrawn from consideration by the Examiner, and accordingly 
Applicants have cancelled these claims, without prejudice, to optionally file divisional 
applications directed to Claims 12-22 and 24. Claims 1, 10 and 23 have been amended. 
Claim 7 has been cancelled. Claims 27-39 have been added. Applicants have amended 
the specification to clarify discrepancies spelling and wording, as per the Examiner's 
request. The amendments made herein to the specification and claims do not incorporate 
new matter into the application as originally filed. Support for the amendments can be 
found in the drawings and throughout the instant specification. 

Oath and Declaration 

The Examiner has objected to the Oath because it is allegedly not signed by all of 
the Applicants. Applicants submit that the ten page Oath and Declaration filed April 5, 
2004 is signed by all inventors. The April 5, 2004 paper consists of ten pages in total, 
with the first five and the second five being identical copies of the same oath, other than 
the marks (signatures) of the inventors. The first five pages are signed by inventors 
Haider, Lastovich, Mikszta, Martin, O'Connor, Alarcon, and Dekker, while the last five 
pages are signed by inventor Erskine. Applicants submit that the ten pages filed April 5, 
2004 satisfy the conditions for a proper 0am and Declaration according to MPEP§ 602 
signed by all inventors: Lastovich, Mikszta, Martin, O'Connor, Alarcon, Dekker, and 
Erskine. Applicants respectfully requests that the Examiner withdraw the objections to 
the Oath and Declaration. 

Filing of and IDS herewith 

The Examiner has objected to the listing of references in the specification as an 
improper information disclosure statement under 37 CFR §l-98(b), as this section 
requires a list of all patents, publications, or other information submitted for 
consideration by the Office be submitted in a separate paper. In response, Applicants 
respectfully submit this communication to make of record the document(s) cited in 
FORM PTO-1449- The Examiner should note that the documents cited were all, at the 
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time the invention of the present application was made, owned by the same company 
(Becton, Dickinson and Company). It is respectfully submitted that the disclosure of the 
above documents does not constitute an admission that they are relevant or material to the 
claims or are "prior art" to the subject application. The citation of the above documents 
should not to be considered as a representation that no better art exists or that a search has 
been made. 

Changes to the Abstract and Specification 

Applicants have made corrections to the specification pursuant to the Examiner's 
request. The Abstract has been edited to delete the legal phraseology "means" and for 
clarity. Applicants respectfully requests that the Examiner withdraw the objections to the 
Abstract and Specification. 

Claim Objections 

As an initial matter, it should be noted mat aspects of the present invention are 
directed to a method of using an abrasion device having specialized protrusions by 
positioning the abrader device on the skin of a patient, applying a substance to the skin of 
the patient and rotating the protrusions against the skin to disrupt the skin, m certain 
applications it may be particularly desirable to provide a reservoir for substance retention. 
Tn other applications it may be desirable to rotate the specialized protrusions about an 
axis perpendicular to the skin. In other applications it may be desirable translate as well 
as rotate the specialized protrusions along the axis. 

Claims 1-1 1 are objected to by the Examiner because of the following 
informalities: The claim recites that the substance is applied to the skin by mechanically 
rotating the protrusions of the abrader device. Claim 10 was objected to by the Examiner 
because of clarity issues. Applicants have amended Claim 1 to recite the method 
consistent with an aspect of the invention taught in the specification and amended Claim 
10 to correct the typographical error. Applicants respectfully requests that the Examiner 
withdraw the objections to Claims 1-11. 
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Claim Rejections under 35 USC § 102 

The Examiner has rejected Claims 1 -2, 4, 6, 9, 10, 23, and 25-26 under 35 U.S.C. 
§ 102(b) as being anticipated by Pistor, U.S. Patent Number 3,91 8,449 (hereinafter 
"Pistor"). The Examiner has rejected Claims 1-6, 1 1, 23, and 25-26 under 35 U.S.C. 
§102(b) as being anticipated by Min, U.S. Patent Number 5,618,295 (hereinafter "Mm"). 
The Examiner has rejected Claims 1-2,4,6,8,23, and 25-26 under 35 U.S.C 102(e) as 
being anticipated by Garstein et al. U.S. Patent Publication 2004/10087992 (hereinafter 
"Garstein"). Independent Claims 1 and 23. as presently amended, now recite the 
limitations of ftusjoconjcal nm tnisinns with at least one seraph edge. This limitation 
which has been incorporated into Claims l and 23 was originally in Claim 7. 

To support a rejection of a claim under 35 U.S.C § 102, it must be shown that 
each element of the claim is found, either expressly described or under principles of 
inherency, in a single prior art reference. In addition, the prior art reference must disclose 
the limitations of the claimed invention "without any need for picking, choosing, and 
combining various disclosures not directly related to each other by the teachings of the 
cited reference." Therefore, since Pistor, Min or Garstein do not describe or suggest 
either alone or in combination any of the protrusion structural limitations, these 
references cannot anticipate the Applicants' invention as claimed. Applicants respectfully 
requests that the Examiner withdraw the 35 U.S.C §102 rejections against Claims 1-6, 8- 
11, 23, and 25-26. 

Claim Rejections under 35 USC § 103 (Garstein in view ofMikszta) 

The Examiner has rejected Claim 7 is rejected under 35 U.S.C 103(a) as being 
obvious over Garstein in view ofMikszta et al. U. S. Patent Publication No. 
2003/10093040 (hereinafter "Mikszta")- Applicants respectfully traverse this rejection. 

Since the present application was filed after November 29, 1999, the Examiner's 
35 U.S.C §l03(a) rejection can be overcome by showing that the subject matter of the 
reference (Miksrfa) and the claimed invention were, at the time the invention was made, 
owned by the same person or subject to an obligation of assignment to the same person. 
See MPEP §706.02(I)(1) and §706.02(I)(2). In order to traverse this rejection, Applicants 
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are willing to file a Terminal Disclaimer in the instant application for Mikszta prior to 
allowance, as well as make the statement below: 

Statement of Common Ownership according to MPEP §706.02(l)(2) 

Applicants state: 

U.S. Patent Application No. 10/282,231 and the present application were, at the time 
the invention of the present application was made, owned by the same company (Becton, 
Dickinson and Company). 

Should the Examiner have independent evidence that raises a material doubt as to 
the accuracy of applicant's representation of either (I) the common ownership of, or (2) 
the existence of an obligation to commonly assign, Applicants can and will submit 
objective evidence of common ownership (assignment records etc.) upon request of the 
Examiner. 

Based on the ability to file a Terminal Disclaimer and the statement filed above 
Applicants respectfully request that the 35 U.S.C § 103(a) rejections of the limitations of 
Claim 7, and thus presently amended Independent Claims 1 and 23, which incorporates 
the limitations of cancelled Claim 7, be withdrawn. Should the Examiner require a 
Terminal Disclaimer be filed, Applicants submit that this request be indicated on the next 
office action and/or in a telephone call to Applicant's representative Robert E. West at 
201-847-6782. 

New Claims 

New claims 27-39 have been added to further define aspects of Ihe invention, 
which are fully supported by the instant specification. Specifically, the new claims 
incorporate limitations of the shape and movement characteristics of the 
protrusions. Accordingly, no new matter has been added. New independent Claim 27 
has similar elements and structure as original Claim 1 but in addition recites structural 
limitations not recited in original Claim 1, inter alia the axis of rotation and protrusions 
having a scraping edge. For all of the reasons discussed previously, none of the 
references, alone or in combination, teach or suggest the use of device as outlined in 
Claim 27. Without discussing each in detail, it will be appreciated that the claims 
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depending directly or indirectly from Claim 27 recite additional features that are not 
taught or suggested by the prior art (Claims 28-36). Claims 37 and 38 depend from 
Claims 1 and 23, respectively. Without discussing each in detail, it will be appreciated 
that the claims depending from Claims 1 and 23 recite additional features that are not 
taught or suggested by the prior art. 



Conclusion 

In view of the Remarks above, applicant respectfully submits that Claims 1-6, 8- 
11, 23, and 25-39 are in condition for allowance, and respectfully requests that the 
Examiner earnestly reconsider the rejections and objections of the present application. 
Applicant hereby authorizes the Commissioner to charge the fees necessary in connection 
with this Response, IDS, and Extension of Time and any other fees necessary in 
connection with this application, to Deposit Account Number 024666. 

In light of the above amendments and remarks, Applicant respectfully requests 
that the Examiner enter the amendments and consider the remarks made herein. 
Consideration and prompt allowance of the claims are respectfully submitted. 

Any questions concerning this application or amendment may be directed to the 
undersigned agent of applicant. 



Dated: February 9, 2006. 




Robert E. West 
Reg. No. 48,030 
Agent for Applicants 
(201) 847-6782 



Becton, Dickinson and Company 
1 Becton Drive 

Franklin Lakes, NJ 07417-1 880 
Fax : 201-847-5377 
Customer No. 26253 
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